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II L STATUS OF CL.AJ MS 

Claims 1-3 and 5-31 are pending. 

Claims 1-3 and 5-31 are under consecration. 

Claim 4 has been cancelled. 

Claims 1.-3 and 5-31 stand rejected. 

Claims 125, and 29 are in independent form. 

3 and 5-3 1 is being appealed ( ims 1 2: am 29 « 
k sivtx d reel v t a ippeal Cla n s 2-3 5-24 26-28 md 3( -31 tre no d recti) i n> bed in 
it ppc >ut th re invol ed >n b virtue oi heir dependency froi <n d' Claims 1 25, 
' t e 1 isim v svolvement by the dependent claims should not be interpreted as 
an admission or position that the dependents- represent obvious modi.tjcat.ions to the respective 
independent claim, instead, Appellants believe that the dependents are allowable at least 
Vv h d , 1 i k 
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IV. STATUS OF AM ENDMENTS 

Amendments to Claims 1 . 3, 8, 25, and 29-3 1 w ere made b) Appellants in response to the 
Final Office Action dated March 26, 200$ ("Office Action"). "The Advisory Action dated July 
1 ris i < f v v. i te*. \ > i ^ >ne d htc-iuse 

the amendments "raise new issues that would require further consideration and/or search." 
Advisory Actio;- at 2. Appellants respectfully disagree with this character-zanon of the 
amendments made to the aforementioned claims and submit that the amendments merely 
clarified language already present in the claims without altering the scope 
,\ ax < v i w ■ 1 s te ml dP " s a \ ^ <. t k. n. i>n so ut i 

designed by the user" to Sv the user-designed business solution." Further, Appellants amended 
claim, language in Claims 29-3 1 of "one or more machines" to "at least one machine," An 
ddinef I amenc to f "i.'um 2° mercl lard thi ' ! vss nti n dntained and 
modi i led >\as "the designed business solution" previously -1'designed] . . , using I tc selected 
business process object, technology object,, and user parameters." hi short, Appellants 
respectfully submit that none of the unentered claim amendments made in response to the Office 
Action raise any new issues with respect to further consideration and/or search by the Examiner, 
v * i it i 1 ) u i i o 1 u to if mx il 

Nevertheless, the pending claims presented on appeal do not include the aforementioned 
amendments but reflect Claims 1-3 and 5-31 as final K ejected h> the dik action « March 
26. 2008. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent Claim I is drawn to a business solution management system of software 
mtouton^ :nure *. s i>u . a cmuputor readable e emi n v. . o . Application ai \0" »> 
'\>\? - <>^j< .1 ** v j 0 ^s.^ {x . . < at Figs. I-3B; ;0059k 01>!M i*)' and 
i 1?< ! > •> v. s nes« aolution 

with user parameters (see. e.g., id at [00.1 7 J; [0064j~[0065 ]; [0071]-[00?2j; [00??]; [0090]: 

W-U 'I i ui su m OUviHt 'kh a IihiitA h i \ >. ^ J U p^ 

2GA-20B; [0017]; [0053]; [00122]: [00268J-| 00279]; [00315]), and instantiated user-selectable, 
predefined technology ebjeets (see. e.g., id. at Figs. 29A-34B; [001 ?]; [ikb3]. \iU2WH0ies^ 
I0 ; toi> : > iik'M*!- uiu- j. m- alk^s ,i u.-verso maintain and modih svKn'w . < mson designed 
by the user subsequent to implementation of the business solution (see. e.g., ,J at [0005]; [0082]; 
[00131] [00133]-[0O140]; 00218 0255.] [0055 00 ) In npleraet s sed t 
v ^ .)'\; v v A . Hmks ijv.it-. \ iKiu idi' * s. < o at 

igs >3A IB to^ -[0094]; [00509]) The software also persists the modified business 
solution tor subsequent presentation through a graphical user interface (see, e.g., id at Fig. 2; 
[0057]; [0064H0068]; [0079] ; [0087]; [0021 1] -[002 17]; [00469]}. The first data repository 
includes the instantiated user-selectable, pre-defined business objects (see, e.g., id at Figs. 3A- 
* ^ v <. i i Jn i i i ! i to >. \ ^ let iiA 

technology objects (see, e.g.. id. at Figs. 3A-3B; [00289]). 

Independent Claim 25 is drawn to a computer-implemented method (see, e.g., 
Application at [0009]}. The method includes the step of providing at least a first software 
app iv.au i i v lit < a, >\ " >~ ] d< ?4" 

0 ^\ si software ppli >> lows i use o desig aisines m h usi 

'i' > v ;UM.*u!:.Uvd a n . - Neh ^ ; .to e, pre-defined business process objects < e g., - at 
Figs. 20A-2OB; [00171; [0053]; [0074]; [00122]; [0t)2b8]-[0027O] ; [00315])., and instantiated 
user-selectable, predefined technology objects (see. e.g., id. at Figs. 29A-34B; [00171; [0053]; 

0' N Si to to">j In >v )» -v In iu p| n ! n ^ci tt i tPun 

and modify the business solution subsequent to implementation of the business solution (see, 



<. ' Jv. <. , s iO6.M,X40, a.-, filer. > ) . : 
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e.g., id. at [0005]: [0082]; [00131]; [00133]-[00!40]; [00218]; [00255]; [00557] -[005631), The 
r < us 5 is based, at least in part, on a cuneut * <s. o m > v, t . ^ n s > -> K •■ 1 v ' 

technology objects (see. e.g., id at Figs. 23A-23B; [0091] -[0094]; [00509]). At least one of the 
first or second software applications persists the modified business solution for subsequent 
i jraphieal user interface < K>5?]; [0 68 

[0079]: [008?]; [0021 1 ]- [0021 7]; [00469]}. The method also includes the step of providing the 
a i «. 'L > <. * is ks> p v «.«.s i \, 1 u si da s y (set 

e.g., id. at Figs, 3A-3.B; [00279]), The method further includes the step of providing the 
^ n' v t ! v. tc h n >g\ opjects to a hu i u Jala cj. > I e.g., 

hi at Figs. 3A-3B; [00289]). 

Independent Claim 29 is directed to an article comprising a machine-readable medium 
, - t s , s \ hie s< e v:u. or more uiacMne- to < K> r k in >^ - _ vj , o o 
(<?(?<?, <?.gg Application at [0009]; [00; ?]). The one or more machines prompt a user to select at 
least o u 1 > v ^ss irocess obje< see. < id at 1 igs 2 

[00122 . 007oSH *0^9 . [00315]; |00475)-[00478]) and one instantiated technology object 
{see,, e.g., id at Figs. 29A-34B; [0017]; [0053]; [0088]; [00280|-[002S9j; [00315]; [00475]- 
[00478]). The one or more machines receive user parameters (see, e.g., id. at (0053]; [00751- 
[0078J; [00261 ]-[ 00266]). The one or more machines design a business solution using the 
k v nsu s ^ vi ^c h u ik s | iic. -.'v ( i a; H>o"l 

00 2] [oo o T | oo-Aj )<n ) ric Oicoi more xaKn r i i'ai ind moeo*\ Ik 
bus>r^-s v . „ v , ■ . , „ t ofMhi, 

[00821; [0013!]: i 00 !??]••[ 00140 [: [00218]; [00255]; i0055?]-[00563]), where the 
implementation is based, at least in part., on a current state of the business object and the 
technology object Owe, e.g., id. at Figs. 23A-23B: [009 1] -[0094]; [005091). The one or more 
machines persist the modified business solution foi subsequent presentation through a graphical 
use mteriac < ;tt at Fig. 2 [0057]; (000 ] u0o* i <> H*-j hp IH002I7] 
[00469]), 

Accordingly, the < c t s. ^ s m s dirtxted i a ^ ^iov it o i\r„ tnen (BSMj 
*wcr , whivh a ^ck s nplcs ie , m r^ include- s >t w . and sar\;ce- to a. n\ a business 
en ty to conm m m e bit* cycle *> } hc-mess ^uisonn c a resolutio of a busmen ssut t--> 
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promote growth and or success of a business enterprise) from development maintenance, 
management, enhancement, extension, 'and/or. replacement. See Application at [0009]. 
Convention*! BSM ,\\. stems, winch I o complex o'lto and uk v* 4 of 

sptima msines sc s * be stand-alone eparat r i \ $ d stems. Se< ; 

> ! o t nons. ma\ he i ' s< k of 

manasone; ah s\ > j <J olfui' 'usuv Miu'ur^ auo jk' to > 'i^kv 
goals and objectives, business processes, advancing technologies, and/or a comprehensive 
knowledge base, dee id. at [00071. 

'The .system, method, and article of Claims I, 25. and 29 espe ely, ca 
proble! ^ < (en ntat n b} providing a BSM system md software 1 vs 

business enterprise to implement start- to- finish automated management of optima! business 
solutions; provide a roadmap and tools that can integrate a proposed business design and 
<a hi ( { ley V M 1 k s 1 ki. so i > •> end i o' iho it 

business es exposes md support ^ <<r, maintain and modify; the optimal business ■solute 
n -o euw >o Ik u\ va„s objectives, and sjkw ledg<~ oi the tvonus-, e,r <:pr->e For example, 
the BSM system according to Claims 1, 25, and 29 may utilize an object-oriented design to 
describe user-provided information, business components, and technology components as 
instantiated objects of various types. Such objects are utilized to design, implement, modify, and 
nainiain Oi > lore opti 1 >ns es dutions throt < i t s u 1 \ ks sol it m 

i 1 i and maragemu m ^d 

bii^iiicss soindoii nee. he stored or otherwise managed for subsequent, prese-mmon to tU .ce:. 



* 0/624,360 
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VL GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

- Jniv » 3, T 15, _\ 2K 25, 2S, ^> M> sLn ' I njK >Mcio, uu ^ I i.C ? Hi. 
f v 'Vn^u; - 1.0 Tip n 1 ) i\l Lra^knvj ' tequu i s , > U 

appealed.. 

Claims 1-3 and 5-3 ta id Imalh rejected nndei >5 \ S.C § 301 for not si . to - ss bjecl 
) a tt, i x p»\ d<_d 

Claim 29 stands finally rejected under 35 U.S.C. § 102(b) as anticipated by 'TIME 
Hslilled Briei 1 o the Standard Object Modeli t ! < M n bowk md 
vendall Seutt \ . ^ e appealed 

CI to; md .25 stai 1 fii . ;> rejected under 35 ! S.C § 103(a) s bein ) n 
v5 ' ' 1 -mui on Pub us s x ?() I- f pt el 

; • < b.?w>< . " > i <. < - > : i ^ sealed. 

Claims 30 and 3) stand final!) rejected under 35 U.S.C § 103(a) as bei \ n\ x s'a iN < 
Over i ; b>! n view f U,S Patent No 6 330,832 to Bowmon-Vrv i I 
fvi.v on vnjL, 

Claims 2, 3, 5-24, 26-28 stand finally rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the combination of Fowler and Chappel in view of Bowman. This rejection is 
being appealed. 
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ViL ARGUMENT 

A, Section 1 1 2 Rejections 

Claims L 3, 7, IS, 20, 21, 25, and 28-30 stand finally rejected for failing to comply with 
the enablement requirement of 35 U.S.C, § 112,1} 1- The test for enablement is whether '"one 
reasonably skilled in the art could make or use the invention from the disclosures in the patent 

u t- x ; \ \ t i v r mom undue ex perime on vl.P § 1 > 4 ! 

(quot sg to i d Sfa t \ Teki ronk In 857 F.2d "78, 785 (Fed Cir 1988)) appellants 
respectfully submit that one of ordinary skill in the art could make and use the invention claimed 

md describe* m Vpp tt a without undue experimentation, as set fo h bekni 

h A Proper W ands Analysis Demonstrates That the Present Disclosure is 
Enabling With Regards to "Technology Objects.*' 

\ 1 £ Is to the seven factors pertaining to undue expt m« m, s MP.E.P 

§2164.01(a), the Examiner first .improperly limits the breadth of the claims by suggesting 

examples of business solution management systems directed to "manufacturing processes or 

solving abstract problems such as an algorithm for solving N-P complete problems/' Office 

Action at 3, Such examples are neither recited in the claims nor required by the applicable patent 

! <t^ 5 or M.P v e Ex iner's determination thai there is i naturt the h ntioi 

relying solely on the improper § 101. rejections, is incorrect. And the Examiner's improper 

characterisation of the present claims — the Examiner's statement that ''finding a sohrtidn" is 

<- < w - equally incorrect. Instead, Claim 1. for instance, 

» s m ed in a computer readable medium . , - allowing a 

f .>mv > v t ' nsci r t nice > n tant 1 vd i ->J v ^ o <> , x> 

bU .Ss ? !< v ' ! ' ' < " 

Rv^ M < <^ ^ CK *\ 1 it i 1 . VK > e f •« 

e \c; ^''u' hi it 3 \.p iants es| i i ~ For 

exan >k vest S x i. t *dk es h 



tern H j efed m ! \ i e > r instance the 

BSM system 101 may implement a question and answer process represented m 
i s s vdt are define ? n i s c 
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below). Business components of a solution development • ftort ma) be defined as 
'"businc ss object" types, as described below with reference 10 Business Process 
! v, ■* i °3 su 5 ai t ik o u r ts 

S nay be implemented as instances 5 ! i > 1 

type. "1 ( npk „ >bject orientation of the BSM system 101 ma) achieve 
Sin. j II objects in the BSM 

Application at [0053]. See also Fig, I. Appellants respectfully submit that based on she above- 
quoted .portion of the Application as just one example, those of ordinary skill in the art would 
understand "technology object" as tins term is used within Am object-oriented 00000017" as noted 
O! P S, n\ j, , ,0 . .1 0 

_ t me, the Appb-ae 0 no . > ks 

Management function 524 may include standard pie dvi ix md mv v. <v sW 
c - i igs. 3A-3B) creation of new technology objects im \ anagemen! of 
U t s o *kO mi > s it u ^ o> v. mi |tn -1 ik „vM „ > KvA 314 
include s, , , . _ , <. A )»s ;;bjcco, sobii ,u j.eroj ^ vt>rv ion> olyeetsf 

"generic f. ~ ! , A ^ m 1 component objet s sol i 

int '. 'a A "I *U i 1 ! ) on mvLsfAtm 

exampK - cj , > ( - stum a, * tdw^ewht Director, 

\ O ' < it 1 1 i 1 il I ! ' * 

iter - 1 ^ <> >v 1 p vs f '..fAir Tip. 1.0' A h , 

ebroi ecf , Asts for each technology component and each 

configuration structure in the architectural landscape Fhc attributes lor the 
s res arc iptured within tl ehnolo c bus the 

t poet clearly describes the I mc m i v md ds purpose n the 

1 m s > ! > K specifi information 

Id a? [002381. In short, the Examiner's rejection of Claims 1, 3, 7, 15, 20, 21, 25, and 28-30 
coder §112 cannot withstand scrutiny when the express disclosure of the Application 
demonstrate tab iy ski he ail could mal e i e 

disclosures m the patent coupled with ■Hibernation known in the art without undue 
experimentation." Mr bob § 2164.01. 
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* J > ^v! li ! ] it v. t i i si j\\ k OOrj % i k 

i ( - v si i i ' k\i^n i 'ff fu V «. t peditniH ? i iHiu^ 

action a ip espectful ssert that this particular contention 5 es the langt < > 

the present claims and the disclosure within the Application. I or instance, appellants describe 
Figure 1 as a: 

a > v ^ <,\ <. h > j> s r» ui f j e uw .I >i sh-AH s\ - i , ' > hi eh 

> utmn (.omporc s 
i si i ^ t jvlude in ph w )] r 10' 

( v. o - '0 Ihe app 1 v. - 

v i < v -• p\ < * is 1 dii \ >o aou eala w c nis 

i'J ma> include portals 112, exchanges 114 and 
application servers 1 16. Non-software business solution components may include 
'<uiv.iv m< U4 < rks 12 business knowledge 26 solution consulting 12S 
k\ ii > know ledge 132 and business collaboration partners 134. The 
hardware and networks 10 mas i tdt irehited ;2 and nfrastruett e 124, 

Application at [00521. See also Fig. 1. The embodiment of the invention described with 
reference to Figure L therefore, includes "software and non-software" including databases, 
servers* networks, as well as intangible components such as business knowledge and technology 
k w. s or indeed any claim in the \pn ! in -> i ) limited 

to a single domain in which the invention can be deployed or employed does not indicate that 
there is no level <n' poxhetabnin in the art. but snercK ike rievtbihn and r.ppiiv ibdif> of ihc 
invention Further, die embodiment oi the invention described above does i it relate to an 
i r <.d etal ! 1 1 ui u ! s i a 

that is known in the prior an about the nature of the invention, how to make, and how to use the 
j ^ > \ o v. v ii i * v t a»1 is hv k^s j ifoni atio Mwed w i , stated o 
the speciiicatioi w M I §21.64.0? Moreover, a 'single embodiment n p vide >road 
enablemc .-ase wiving >re< ct )i t ors, such as meehar cal or elec lenient 
ti> , re Ackers, 141 F.2d 522, 526-27 (CX.P.A. 1944)). 

The Examiner farther suggests that there ""exists no working examples within the 

>T\ 3 s ion j li ->KUs ,uOK.' "OV ! > I u \„ < 1 

at 4, NotwitiiMimdhig n i the M.F.I P c\prevd\ rvi,c> thai ijbc specification need not 
contain an example if the invention is otherwise disclosed in such manner that one skilled in the 



ill \«nttr v v \ -y < ' " » C^fO 1 n 

"i >> \ 
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art v f be able to practice it without an undue amount of experimentation,''' M.P.E.P. § 2164 02 

s>t r \mvk ■» ' s p on !u ^ lu son Si m Ji 1 ^ .. ^ v. x ( -> osrtet * m 
ec i >te< < N 

all on h msinesi processc aaJ echn< gy solutions I ^ 

system HE may be constructed in an object-oriented concept. For instance, the 
BSM system 101 may implement a question and answer process represented by 
instances of an object type that are defined as "'parameter objects'" (described 
eiiiuli a it !v . cs\ t n\ 0 

! vs. < K, sn< \ow> h ls t 1 > v. 

Application at [0053]. In other words, the embodiment of the invention described above clearly 
indicates that in accordance with "an object-oriented concept," components of the business 
solution management system, including technology components and solutions, may be 
instantiated as -'technology object" types in order to describe such components and solutions. 

The Examiner J briber asserts that "[sjince there are numerous applicatio *s in which the 
nventioi uut of experimentation > rrn pellaut 

explicitly traverse this holding and submit that the Examiner appears to confuse the breadth of 

r > i < an th ^ t tot si i e - U. k d U> » 

when filed <. i - formation regarding the subject natte oi e claim i to 

enable one skilled in the pertinent art to make and use the claimed invention. See M.P.E.P. 

te i as <i business solution rn s -> 

! <d j t nsn o m n :m s oocs not mdaate a need hn "enormous ' experimentation for 
i s \ ' < v T aib to show an ppli cation tor c ich unc i s^ uentatiot 

would be necessary-, to say nothing of '"enormous'' experimentation. Moreover. "Sals Sony as the 
specification discloses at least one method for making and using the churned invention that bears 
a sonob t elatioi eni scope 1 he c m Ihet he es aleco equirerne 1 

U.S.C. 112 is satisfied/' M.P.E.P. § 2164.01(b) (citiog h re Fisher, 427 F.2d 833, 839 (C.C.P.A. 
! \i cti Hi.it i pu v>n pp \ hseS it c s one method 

s it t ens S \j pbu n 0 - ' s x 
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I o a 5 v egou usons, Appellant s 1 i i < e I 11 I 

enablement rejections to Claims i 3, ?, 15, 20, 21, 25, and 28-30 should bt overturned and those 
claims be allowed. 

B. Section 101 Rejections 

1 . The Claims Are Drawn to Statutory Subject Matter, 

Claims i-3 and 5-31. stand finally rejected under 35 U.S.C. § 101 for containing 
nonstatutory subject matter. First, Appellants respectfully note that, the Examiner appears to 
ignore previous claim amendments made, which satisfied the statutory test outlined in the 
\ ' 1 flic .HP. I- P nn;ke> clear that a claimed computer-readable medium encoded with a 
data structure defines structural and functional interrelationships between the data structure and 
the computer xbiw tre and hardware components which permit the data structure's functionality 
to be realized, and is thus statutory/' M.P.E.P. § 2106.01(1). In accordance with the M.P,E.P/s 
.instruction, Claim 1 recites "software comprising instructions stored in a computer readable 
medium Such a tan bk meditat s statutory subjet S 

clear that a machine (or computer) readable medium "refers to am comp - e r m p • it t 
apparatus and/or device (e.g., magnetic discs, optical disks, memory, Programmable Logic 
Dfevfaa (RLDs)} used to provide machine instruct d/or dat c ss < 

i i sal 1 lad ;-rt dabk i icdh m that receives m tcbii e insti tctiot s as a i cbi eadable 
Signal Applicatio si ['00722 

Moreover, the § 301 rejections are improper in light of the express wording of the 
MP dt e subji tatutory sub matte <. i - se M.P.E.P 

instructs that the correct procedures to follow when determining if a claimed invention meets 
s recgi s lud 1 1 he clan define i ry subject matter (i.e., a 

process, machine, manufacture, v s \ m t of matter, or improvement thereof)/' M.P.E.P. 
s 2 ~ i A}{2 s x dS example Claim defines s ua subie, samel) 

-•i tnwuc vi t > < d <. v ' < d t 

W I 1 t O, { tj { I ( J j 

invent efu yp < «r practical purpose (ix has i specific rod substantial 

utility 5 ) and the assertion would be considered credible by a person ofordinan skill in the art, . . 
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i s ek it I hould not be vv , K)7(Ii)(8 ^ ^ t 

\pp K > { ' 1 <u ^ " - ' V s ^ ^ bu ' \uin n t i t si,' i t k ,1 u utcj ias and 
external business issues, and as a result, promotes growth and success of a business enterprise" 
\pp^itennt OUe XpneP... itsut, 1' -s K iii J <n \ u n <. d < kU 

promoting growth of a business enterprise by resolving issues encountered by the enterprise, 
% <iU\ k K > vud s lu1\ ec .n rem tea * etc c, p,> <i n. 

2. The Application Discloses Utility and a Practical Application 

The Examiner also improperly suggests that the Application la-Is to disclose any utility or 
practical application. First, the Examiner fails to analyze the claims - which outline the 
invention - with respect to utility or practical application and instead selectively (and. 

oo'-'v v k v 1 s. i o n flu snu, t i( >i . vtp'K^vt v. s I ( , a^s >! 

utility. The Examiner then suggests some limiting language that could he used to demonstrate 
uti >n > s e\| c<. ,f Ih e cc his approad x'eau-sc the pc n v, t tu v age merely 

demonstrates the breadth of the utility, not the supposed lack of such utility. Regardless, 

x ' <. s v. s < > 1 < claims are directed to a useful and practical application 

and that one of ordinary skill in the art would recognize the specific and practical utility upon 
viewing ... claims It is well known that an '"invention has a well-established utility if (I) a, 
person of ordi in skill in die art vouk 1 i t u sefu 
based on the characteristics of the invention (e.g., properties or applications of a product or 
process), and (ii) the utility is specific, substantial and credible." M.P.E.P, § 2107(fi)(A)(3). 
Based on the to? 1 t i i n, whi h is de nec ) the c im 1 in vol establi shed, and 

immediately apparent utility 

Indeed, irsdv-pi.-ndeni < t ^ \ i. .?.\ < " further provide *us a puu ,p{ Kaso \ d 
v k uble res >pellant pt ti si i > > 1 it , pie ( hum t 

produces a useful concrete, and tangible result via "persisting the modified business solution tor 

>rhstoin.v t u 1i oagl a graphs u ioct nueiia.ee ' the patent hm \ , v. v e patentable 

i v j i usefn )Toeess nachine n u i ure o.i an posh > f i te 

thereto ?5 IIS.C §10! When a tbstrac - s reduced 
' ) 1 v. 5 < longer vftirds uk ■> n "3 i 
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\bst k c seful concrete and tan gib i ui es wats o 

J5U.SX t 1< N< S In UappaL 33 F.34 1526 (Fed. Ch 1994% Smte Street Bank & j 
- v . <:>oup Ifu , ! l ( i F 3d 13(>S, IV5 (Fwi Cu I'^Wt 7 m 1 

( ffjffl /a 172 ki 1352 1357 I eel C« 1999) (stating that a technoiog progressed ha 
C.C.P.A. overturned some of the earlier Hunting principles regarding § 101 and announced more 
expans n \ ies mud ate ith con una cehnol g} >d) x 
431 F.2d 882 (C.C.P.A. 1970) (cited by the Federal Circuit in AT&T Corp., 172 F.3d at 1356). 
a 1 , > oi uanasns btuuuory even if some or 1 oi t > s c cm can be 

Hit k n 1 ! , u n u s t> v iK! is*, nan mind 1 1 uaiv t u \ ix 1 V w< a > 
for < > s I \ i ^\<o., 4"i I 2( s Ins 

producing a useful, concrete, and tangible result is the key to patentability according to State 
Street and other applicable case law. The useful, concrete* and tangible result of Claim' 1, 
namely, ' persis-mg the modified business solution for subsequent presentation thr< ugh a 
graphical user interface," satisfies the above-outlined requirements according to the controlling 
law. 

Based on at least the foregoing, Appellants respectfully request thai the rejections of 
t da \ 3 ant s -> xtdu d asc i up oxn aad - 101 ,d be <ne-tuned 

X The Use of Permissive Language in the Application Cannot Support Any 
Rejection Under § 10! 

The Examiner objects to the use of permissive language, such as the word "may," in 

describing certain aspects of die claimed subject matter within the specification. See Office 

Action at 5. Appellants disagree with this characterization of the language used in the 

Application, because use of the term '"may" in the specification docs not justify a rejection under 

35 U.S.C. § 1017 Moreover, the suggestion in the OMR. \< am tu u f can- « nut 

2 1 t, s > ft i ' > ; 5X the 

N - ^ tjv id''! ! 5 v. ^ 1 'Y< ! ^ v 1 ' 

t v s in iftu <. t> ! 1 U't. v, v "> n . 1 

iv > „v SU S O J ! i i 5 't v i 

O Ml t i ! 11 s. i t.n s -.<. v ! o 1 

i i i t ! < i 1 f i i 1! l-l \pjUI I 1 

assert that, such permissive language cannot support either statutory rejection ano to the extent Appellants' 
ss c;sh v > i i t t a iti > t 1 - k > i 1 ' tej v is 
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make clear v 'tbe metes and bounds of what applicant considers unique to the invention" is 
inappropriate. The use of this terra in the specification merely indicates that the described 
embodiments serve as examples - it is the claims thai set forth the nnemi.n " For example the 
terra ''may*' has been used in the present Application in the same manner as in numerous issued 
oa cut" ;vi \ e e e e rtcv u e ^ I.e t > In > Vv. v^ ' I -vi-o * . U.S 

I aten! No. 6.339 8 : to B< wm m n 2 3->~2' 7 ('In an aspect of the present h \ i Lion a typical 
e i ! \ s v. 1 -! 1 nua < i ted nt ep ^ es sc ?h s 

xd e i er does n my siatutoi el a vT.f i s 

eject us he term ''ma does not create a problem under § 10! in the present Application 
and Appellants request that all rejections or assertions based on this incorrect p; (position be 
withdrawn. 

C. Section 102 Rejection 

Claim 29 stands finally rejected under 35 U.S.C. § 102(b) as being anticipated by Fowkr, 
But p'owier bus to teach, suggest, or disclose each and every element, of Claim 29 as required 2 
V> \' I 2 v \->v < mvi '\\mu2 ! "uv>i ,nri!,VH\ii<'! be ^es turned 

1. Fowler Fails to Teach or Suggest "prompting the user to select at least one 
instantiated business process object and one instantiated technology object" 

> 5si s ^ <2 mii iti lb u> u>>e.tt >o i j Uv » k 

process oh Of t an * N \K t -\ < >, um om o u\; as u eUed tn L him ?° Ov Kammc! 

» ! ^ . c v ^! > -l- icKiial feature" and a "be! i eat ore" to rejc 

claimed insunn.U-d n.\.2n< <hyo object and mvant! Ual huMm-^ pruu'v, <-b^eet :vqxvu\cl> .'2\ 

Office lc > Unx ants otc hat « genera deses >e$ tht exi Modeling 

! .'L^ i \% > s,, r v i) £ UMI ^ a standardized 

specttlcatio inguagt neei model j used for examph create a i i >de 

s} -> f - \ < ! s ! ^ i 0 v tnii m t at 1 vu ' r es o t m{Cv 

to say nothing of "instantiated objects." More particularly, Fowler describes ^structural" and 

i v. <^ < ^ l! ")s „S <. tt t s I s ! w v. 1 »n 

\^ rt s ^ ' - i t i t < 1 \ Jh ii ui i M v>U 

i> i s % \ i MjKLsrUxu! -.po^iij^m v i ^ 

moetdiag u&id. for example, to create an abstract model of a system. 
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"behavioral features" in the context of a UMI, meia-model, a diagram that describes a 
lotat 4, Fi§ Appellants assert tha ther t eseript ! M eta 

model in Fowler nor the figure illustrating such a meta-model teach suggest, oi describe a 
^business process object" or a "techno! i _ object A instantiated or otherwise. 

I » ui u ~: >s > , tc.l ! v i 1 v\ ohj^A and u " i %t r'l i ui v In oh o fea 
ire two i inc-l speeis of a busines s< it t management systen methoi < siiwarc eacl 
describ i npouents of [he business solut \ppiicat > 53 In 

contrast. Fig l-l of Fowler appears to indicate that both the "behavioral feature'* and the 
oits ol a "featured , t ok , *. „ v. k suj e, 
components of a business solution (even assuming arguendo that Fowler teaches, suggests, or 
iiscloses msu o . \ < , \ uts dispute) 

2, Fowler Fails to Teach or Suggest "maintaining and modifying the bnsiness 
solution'* 

As another example, Fowler further foils to teach "mauitaininf are modi yinj lit 
business solution; 5 as recited by Claim 29. The Examiner asserts that ''objects that ate set up and 

en Sett a km mg "mainuinmg and n e 1 it 

S e \cuo , ui I, Pature ! i 1 so-called 

^ chuetN > v A"» ec i >g s to the claimed K -Kiev- sol^tiond oh u, e\piCsd\ uoits 
! t > t vhen they are em ag t owler at 8 

(emphas er th \ teaching that the business ut be m i \J s 

the hsan mot as^eo-, f<n\L\- indicates that tlu few obptO that are umheo are created anew, 
rather than -nodi fed. 

3. The Examiner's Positions With Regards to Fowler Contradict Well- 
Established Patent Law Boetrine 

ns t 1 i s i i k it i i n it "there is n t 

\ ? i can not be c ismcss sohatio 

Advisory Action at 2. This position, which essentially requires the Appellants 5 to disprove the 
no i >\< K v . > i - a b i\ iKs td km ' iu 'i > 1 e ti < 

language of § 102. which places the burden, on the Patent Office to show that an applicant is not 
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entitled to a patent;' 1 and (2) the requirement that a single § 102 reference show ''each and every 

u < u > n \in , ! i jut i r , ! / < 

Cai , I id 628. 631 I xi ( ir 1987)} Indeed, it is wel know) th il the hlerstsea invention 
mist i pietedetai contained in the clai t S 

Co , 868 F.2d 1226, 1236 {Fed. Cir. 1989k Further, the Examiner states thai fbw/ers unified 
nod r.i i u-lJ \ 4J iioun purrMv k k< i hi i vs>l -> d> \ 

\etmn a 2 I nee? dus ;\ wvana / o>i > appluCaihU 10 chena o! ntn ipphceiffin is 

Umiifc&s. t\va • l, i ^ js 1 ik where c u > hub e teacis e disease e^r . -•- of 

the r iu i. ^ i u > ji^il * s mud i \>. tuiti d ^ <J «.\ n v 1 v. 

doctrine, which requires an anticipatory reference he enabling as to the c,< ^ s h a, . i a t 

without undue experimentation. See M.P.ILP. §2121.01. Neither the Office Action nor the 

Advisory \etion provid Ik c > s ! < - I ec < \ e? > 

>« ly in view of 'he fact that Fowler is silent as to various claim limitations 

recited in Claim 29. as set forth above, 

inn v j t < \ )\\ n s pv. dtu k u ce u > 

Claim 29 in view of Fowler be overturned and that this claim and those depending therefrom, be 

allowed." 



D< Section 1(13 Rejections 

kl.ii ' \> - - ic ' \ ee i .. nndc - N a n C s h ^< 'a 

over Fowler in view of Chappel. Chappel, however, fails to account for the deficiencies in 
i ,vs. k < i u u i uHin -.-fW i . d.i v aw ,nd ^ S\u are 

analogous to :> n ( ' 19, such i ursine;- ocess > I nd ,v te »g) objects." 



4 \ pere< < k{t t (a »vc«i v iN ' > sedbj ( ) 

s t V i ! ! )s > 1 J ) t t 

( > pi s «ddcd) 

) th r^t pt i *- n ' i i 1 t t > t ,1 v.n<d i <<r>s!} . 
roodd of a system 

l> Vxl I ' iv^H i "> '1 ' ! ) f ! >K JO s< 

t s v \ i * l ] I 1 1! is £x i is ! f St t k X 

* i ! v I }l! i t ' i M 

> -4 i i ->u i ! j - 1 i s b< 

i -i- _ i . < i. that those skilled m ihe an would :co M P ■ V ' ) n ; ! e ' . - 

< i s s} ^cdcJ) 
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C> t:; < cosenhc - so < v.* 1 a. • <\ and rules-based analysis methods to plan a 
business operation. See Chappei at [0020]~[0021j. Chappel further describes two databases, a 

ource i d ? tbase 14 store business data and >redeteranned roles, 

respectively 0 SI 1 trainer seem t< compare* r s s^ < database 140 

and rules database !-i5 die churned iirst and .-ea.ud data tepnstMnes, tvuvei ui\. Bin 
t happ < > it gofsi ne database indeed even two databases simp'!} loes not address 

U n < ! i ssn a ks md i rs 1 a tpovtto mm so 

instantiated user-seieetabie. pre-defined business objects'" and "a second data repository 
comprising tin \.Pm.c uses -selectable, pie-del'nvd tcclnioK^v .-tycos." as recited fey 
e\arp etui -.mi <, <. ' < tc < h -> that »\ ^ ^ a tx dv v. n ki 

*.-> t>c | <. - i less s pons rl w •> iOsl ' Ksj Hv \ \ v S'>k 

00 s < ei ... i es database "t i knowledge, 
facts v k s > hat ' Mv <u t\ »o: by the software tools/' Id. Put another way. 

1 » t -.ffh t mv s 5 t / t f i pi, >. i] i -> { !, 1 ! sate! user- 
v t. i > w t o* ^ s^ond data 

repository comprising the instantiated user-selectable, pre-defined technology objects/' 

Vt " us „>s \ppe! » v ^ p^ v o h ■> tvo est d : ae Os ai Raeetswi o < h« > 1 ami T 
clam 5 depi i t om be overturned Chum 25 includes cert rs spot ts analogous to 
t 1, i i st uiUsS 1 t >t h < il c on i I i a sO , I 

el a s epe igihercfro slso b weriumed 
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VI O, CONCLUSION 

Appellants respectful!} request the Honorable Board of Patent Appeals and Interferences 
to reverse the Examiner's rejections of Claims 1 , 3, 7, 15, 20, 21, 25, 28, 29, 30 under 35 U.S.C. 

N 2 > U '><<!) £ U (. * ' O ! „ < I 0 

3' under 35 U,SJ § for m s utoi s ject n _ >• I ^ t t aider 3 S ! f 02(b) 
< i ^ s. t ^ v i v t opt ' Claims 

30 and 31 § 103(a) over Fowler in view of and Claims 2. 3, 5-24, 26-28 § 103(a) over 

the combination of Fowier and Chappei in view of Bowman. 

< v ! » v ,\ ! 1 u > mi uk h co t > , t v { ^ t n akr 
and are enabled. Farther, the prior art does not teach or suj.i?es? nan o t \ e.u o] ( 
the various claims, and the Examiner has not sufficiently identified such ieatares in the prior art. 
Accordingly, for at least the aforementioned reasons. Appellants respectfully request the 
Honorable moC- o o IN ! *<n>d of Patent Appeals and Interferences to reverse the oi stand tg 
rejections in connection with the present application and permit each of Claims 1-3 and 5-31 to 

be passed to alCv .;-u.c 

Should there be any outstanding matters that need to be resolved in the present 
pphea-Mo m ond ed ;\ ,t\ jdahj * at nam >es p <o id d bel o 

All fees are being paid concurrently herewith on the Electronic Filing System (EPS) by 
way of Deposit Account authorization. Please apply ail charges or credits to Deposit Account 
No. no- hoys, refer enc:ne the Mion-c> IWlet \ ) bei above. 

Respectfully submitted, 

Date: . < >etober 2s, :u08 1 ioneo I \ Reuor 11 „„ 

1 homas H. Reger II 
Reg. No. 47,892 

PTO Customer No. 32864 

Fish & R chardson P.C 

1 ?] ? M li > eel Suite 500C 

Daik sa 52 

teienh v„ CMs > ~ -0\a 

Facsimile: (214) 747-2091 
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AI'PKMHX OF CLAIMS 

L g business solution mana; irisiitg 

softwares, raprish | in 1 it ions stored m $ compute? readabk medium, he software 

allowing a user to design a business solution with user parameters, instantiated 
user-selectable, pre-defined business objects, and instantiated user-selectable, pre-defined 
technology objects; 

allowing a user to maintain and modify the business solution designed by the user 
subsequen t < c st in part 

o current <vjj u " > t s u « ic tech io g b «, d 

go - U c ulisi >•>< - a^s sol P e tor -ubseqeem o;c-t , , i re m u a 
graphical user interface, 

i f of v , ] j u l x iM em ,i sc? sek tbh <. . v i > s 

obi cuts; and 

a second data repository comprising the instantiated user-selectable, pre-defined 
tec nolo ; eject 

2. vs s i ' 1 s 1 s tt stc >f Claim he software comprising 

portal layer, a software application layer, and a data repository layer associated with the first and 
OLViid data rep^sHoibj 
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3. h i ! i i can u t ^ i t t n \hcre v c if ee 

u nifn^s \ cas i •> . t ^ m. fi rw v, + Vk ^ »«. ip T n 1 v<» m 

least first ami second software applications; 

the first uid com gent novidm graphic set interfaces c st * st ; 
software applications; 

the first software application allowing the user to design the business solution with the 
user parameters, the instantiated user-selectable, predefined business objects and the instantiated 
v , v i < > \ „ udum o^ objects; and 

aMovung the user to maintain ju 'o ;■ - \ , i 
soha< ; i - , o ■ , t mi jiu it anmpiementanon of the hiMruNs ^m i h 

5. fhe > isii ess so uti ' 1 i . it stem oi ( laii s i whe ein the ] ortal layer 
k~t v n n «. ii> hn n (loon >n t ax w »f iwn* ^to 

at east o < ^ a v. , s < - Lorn the user to be used by the first software application. 

6, The business solution management system of Claim 2, at least a portion of the 
pre-defined business objects comprising pre-defined business process objects and wherein the 
software application layer comprises a business process engineer application receiving user 

i t i itn Hi pi Jt t j 1 0 b !U 

?. \ ^ 1 . n co' tM* .vUaP' oa i. n i u o 1 s s. „ i 1 >, > ! >% . v 

application ayor comprises a s utron ehnology engineer applicatioi receivii user pari ie rs 
and designing teehww .gy soiuisous w ith the pre-defmed technology objects. 

8. 1 5 - s< i< ? if nent stem of Clain mjh Larepo 
layer stores phi; it of bus tes it ns he secom fhvare appl i \ the usei o 

select at least one of the plurality of business solutions. 
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9. je siness solution i > sge tk u s tes i > < n 2 % hio I itwar*. 

application layer comprises a knowledge base management application allowing the user to 
i < s 1 edge bas 

1 i 5 r s i i * st m f ! a i 2 n erei? he software 

app nat net i j u „J i< ."ODUii app f ah j \ be v. i n irl.ru an 

! u o w * <> <> t jo^to ,t ; 1 f v->->\ )' 



11. The business solution management system of Claim 2, wherein the software 

Hi i i w vs ik i Mv .Hh'lt . u ! m v. t i t a K 

( m i h 5 u » > u si a <> , v imela u> iti> i s ui a <">h inu* on rt ^ 
associated with the data repository layer. 

12. The business solution .management system of Claim 2, wherein the software 
application layer comprises a methodology management application allowing the user to 
maintain and modify a methodology from a methodology repository^assoeiated with the data 
repository layer. 

1 - ^ s s 1 n n Jij< an u ^ . n < T v , » j \ n 5 v <. 

yp > ! i ipe nanageme >phcatio 1 1 < 

maintain and modify a solution landscape horn a landscape version repository associated with 
the data repository layer. 



14. The business solution management system of Claim 2, wherein the software 
application layer comprises a. business process analyzer and a control object repository 
a v1 ed x* , xxntory layei 
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15. The business solution management system of Claim 6, wherein the software 
apph a em i\o i M\'i r np! ^ , b -a u-s rs^ON- on|c vl munaimmem uop'tcutton and. a 
tec mok y object managem ill the user to mainiaii ! 

j o 1 1 1 els v. 1 ,! ology oh eel 

16. Ths Tusines sou n nanagement s) err, r ( u 2 vheren the software 
) c ) ses ogy con poi nt idc.nti.lk < eias.sificat epositw 

,is >. i ^ u\ n . . i 1 >. " u 

17. The business solution management system of Claim 6. wherein the data repository 
layer stores a plurality of user-selectable solution determination structures, each solution 
determination: structure having a plurality of parameters and solution determination procedures. 

1.8, The business solution management system of Claim 17, wherein each solution 
determination procedure comprises control objects linked to routines. 

1.9. The husint < v data 
repository x <~ acres a s nion delern latii structure i t v tiat on sg av v * selectable 
imtutoe, h ^ v m- ^s process and business uJi \ 

fhe busines dution management system oi Claim 17 wherei $ e solution 
determination structure instantiation In linked to a plurality of templates, the templates being 

e \, ! m v. i , 4. s v ^. , s h t . s a nd 1 t Ot i <_v v. j u > ! Uv t 

? 1 ^s it , u)a o, * 1 s n i iMi u s.oro'sj 

oh s. j s s ) < npl i echnologj 1 ^ nt m -> j ci 
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variants. 

23. Ihebi^i^ >L :;^n mtinagcmem system of CI ait n 17 \:a ^ ^ 
?plk « n ! c i s a prim vork and an alternate work area. 

24. The business solution management system of Claim 2, further comprising an 
ej&hange infrastructure- allowing applications in the software application layer to communicate 
with ». i \icrnai > ^ 
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25. A. e- mpmer- roplemented method comprising: 

nn-shhng ;n k-asi a iiis; v ; i appiieiimu and a second vdtware appkeadon the first 
m n i i i \ ■> is. 1 ! is r 0 s ! i b ks s n i Mh pat liAts 

irsnn* atet i v s v < „ u \ %. aMu 1 mm ;touss b i * user- 

thua* c i pnl j j ma k us 

to ina? i ! i\ \mun- \ ih< sub tt i ' * <o n p u <. ^ ^ s v s 

soiutoi S » < f si. i k 1st 1 p i v ifk S m * m s v. \ > 1 v s 

'^iCvts and he cemvlop <>hiect&. at least one of the first or second software applications 
i sfssst k J v f i ! i i i sv.qut.nl pie&e taheat I i ! •< \ <. 

interface; 

punsdiug* i < i 1 j ' e pre-defined business • ess o eels to a first 

data repository; and 

providing the instantiated user-selectable, pre-defined technology objects to a second data 
repository. 

V . re* > d id Oami ^ jjUior avmpiismg pio%)dum a soitu^u' application 

layer and m exchange infrastructure, the exchange tntrastrueture alkmmp upphemmns m the 
sohoau mphe.i a\e t cenm re. a,. > ih m enud ipphcaiions 

v ! v i ' S rthes up ing providi « piu ttioi 

d elimination structures . 



28. fhe method oi Claim 25, further comprising providing a piurality of user- 
uw >le business p ees ei 1 \ met uses leciab feel oh * rtplaf 
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29. An article comprising a machine-readable medium storing instructions operable to 
cause one or more machines to perform operations comprising: 

prompting a user to select at least one instantiated business process object and one 
\ n ! v ! j u,i 
\ u r t omtev 

designing a business solution using the selected business process object, technology 
object t ser parame 

( di ying the busi s soiu uhs< ! ememalion of ih< 

business solution, the onoi> recusation based, at least in part, on a current state of the business 
4 k H v <> u ^ 

persisting the modified business solution for subsequent presentation through a graphical 
user interface. 

30. The article of Claim 29, wherein the instructions are operable to cause one or 
mo: e mac son t > ? o cv. <. , uametets in 
a linked structure. 

31. The article of Claim 29, wherein the instructions are operable to cause one or 
ru rchincs topo do solum emulates 
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